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/• Status of the Claims 



Claims 1-6 and 15-20 are pending in the application, with claim 1 being the sole 
independent claim. 



//. Summary of the Office Action 

In the final Office Action dated June 4, 2002, the Examiner has maintained one 
rejection of the claims. Applicant respectfully offers the following remarks to overcome or 

traverse this rejection. 



///. The Rejection Under 35 V.S.C. § 102(e) Over the '365 Patent Is Traversed 

In the Office Action at pages 2-3, the Examiner has maintained the rejection of claims 
1-6 and 15-21 under 35 V.S.C. § 102(e) as being anticipated by Tabor et al., U.S. Patent No. 
5,614,365 (Doc. "A" cited on the Form PTO-892 attached to Paper No. 4; hereinafter "the 
'365 patent"). Applicant respectfully traverses this rejection, and reiterate and incoiporates 
by reference herein the remarks concerning this same rejection that were provided in 
Applicant's Amendment and Reply Under 37 C.F.R. § l.m fijed on December 4. 2001 
(hereinafter "the 12/04/01 reply"). AppHcant also wishes to provide the following 
additional remarks. 

As noted in the 12/04/01 reply, the presently claimed invention has a date of invention 
that is prior to the earliest possible effective filing date of the '365 patent (/.... prior to 
October 17, 1994). Therefore, Applicant respectfully asserts that the '365 patent does 
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quali^ as a "pa,e„. granted o„ an app,ica„on for paeen, by anoU,. flled ,n ,he United States 

befo,ethetavention"bythep.se„.App«cant. Hence, App«ea„t.espeo.f„„ya.se„s..a.the 
•365 patent is not available as pttor att agatns. the presently claimed invention, and any 
rejection under 35 U.S.C. 5 -02 based on the disciosnte of the -365 patent ,s in e,.or 
Reconsideration and withdrawal of the .JecUon thetefote ate tespectfuily ,e<,ues,ed. 

Applicant notes ■hat.nmaWng.histejection.theExan.inerindicates that theRe^uest 
forlnterfetence Under 37 C.F.R. 5 1.607, flied with the ,2/04/0. reply, con.d no. be located 
.1 the files of the USPTO. The Examiner further states that: 

i" ci^R'T^n'r' '°' taerfet^nce under 

therve' r^JcUo"'"'' 

Paper No. ,2 at page 3, hnes 11-12. Duting a telephone discussion with Applicanfs 
undetsigned .epresentative on June H, 2002, the Exan^ner stated that the remaining 

docun,e„.sfi,edinsupponoftheRule607Re,uest(W.,suppo,tingdec,arations;Ru,e608(b, 

Showing; etcwere in the USPTO file, andthatonlytheRu,e607Re,uestwasmissi„g The 

Examiner also stated that ifacopyofthe Rule 607 Retiuest filed on Dece.ber4,200i was 
provtded With the present teply. then the document would be enteted and cons.deted. 

Accordi„gly,attachedhe,etoisacopyoftheRequestf„rI„te,ferenceUnder37CFR 
§ ..607 that was filed ,n the present matter on December 4. 2001, along with a copy of the 
return receipt postcard beating the date stamp evidencing teceip. of this document by the 
USPTO on that date. As will be teadily appatent upon .evtew of this Request, the six 
«,uirements under 37 C.F.R. J l.a07 for a proper ,e,uest for interfetence, which are 
.dentified by the Examiner in the Office Actton a, pages 2-3, are fulfilled by this Rule 607 
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and an i„«rfene„ce be expedWously declared between ,he p,e=en, a„„,- ,• 

me present application and U S 

Patent No. 5,614,365. 



JV. Conclusion 

A., o, ..e s,a.d „,^,„„ ^^^^^ ^^^^^ ^^^^^^^^ 

.Wore ^ ^^^^^ 

ou..».„.o«ee..„„a„d,as.cb,,bep..e„.app,,eaUo„..e„„.«o„...,^^^ 
" ..e Examine, believes, .o. an, .ason, pe.„„al „,„ „ 

P~nor..appllea.o„,,HeB.a„l„eHsl„v„ed.o.elep,o„e.e„„de.,,eda.,be 
number provided. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFHCE 



In re application of: 

Deb K. Chatterjee 

Appln. No.: 09/558,421 

Filed: April 26, 2000 

For: Mutant DNA Polymerases and 
Uses Thereof 



Art Unit: 1652 

Examiner: Rao, M. 

Atty Docket: 0942.3600003/RWE/BJD 



Request by Applicants for Interference 
Under 37 C.F.R. §1.607 

Commissioner for Patents 
Washington, DC 20231 

Sir: 

Pursuant to the provisions of 37 C.F.R. § 1.607 and 1.643. Invitrogen Coiporation, 
assignee of record of the entire interest of the present application,' requests the declaration of an 
interference between die present application (U.S. Appl. No. 09/558,421 ; hereinafter "the '421 
application") and U.S. Patent No. 5.614.365 (hereinafter "the '365 patent"), to Tabor et al, 
assigned to President & Fellow [sic; Fellows] of Harvard College, Cambridge, Massachusetts. 
The '365 patent is of record in the present case as Doc. No. Al listed on the Form FrO-892 
attached to Paper No. 4. 

As noted in the cross-reference section of its specification, the above-captioned 
application is a continuation of U.S. Application No. 08/576,759, filed December 21. 1995, 



of the present apphcador ' Corporauon .s the assig.ee of record of the entire interest 
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which is a continuation of U.S. Application No. 08/537,397. filed October 2. 1995. which is a 
continuation-in-part of U.S. Application No. 08/525,057, filed September 8, 1995. The '365 
patent issued from U.S. Application No. 08/337.615. filed November 10, 1994, which is a 
continuation-in-part of U.S. Application No. 08/324,437, filed October 17, 1994. 

Botii the '365 patent and the present application disclose and claim mutant DNA 
polymerases, and DNA encoding tiiem, comprising a Tyr -^Phe mutation at a position 
corresponding to Phe,,^ of wild-type T5 polymerase. Since the '365 patent and this application 
contain at least one claim directed to die same patentable invention, as discussed below. 
Applicant respectfully requests that an interference be expeditiously declared between the present 
application and the '365 patent. 

/. Identification of Patent 

In accordance with 37 C.F.R. § 1.607(a)(1), the patent with which Applicant seeks to 
have an interference declared is U.S. Patent No. 5,614,365, which issued on March 25, 1997, to 
Tabor et al, and which is assigned to President & Fellow [sic; Fellows] of Harvard College, 
Cambridge, Massachusetts. 



//. Proposed Count 

In accordance with 37 C.F.R. § 1.607(a)(2), the following count is proposed: 

A DNA molecule comprising a coding sequence for a mutant 
protein, wherein said mutant protein is a mutant DNA polymerase 
selected from the group consisting of: E. coli DNA polymerase I, Klenow 
fragment of E. coli DNA polymerase I, Streptococcus pneumoniae 
polymerase, Thermusaquaticus polymerase., TTiermusflavus polymerase, 
Thermus thermophilus polymerase, Deinococcus radiodurans 
polymerase. Bacillus caldotenax polymerase. E. coli bacteriophage T5 



# 
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polymerase, mycobacteriophage L5 polymerase, Thermatoga mantima 
polymerase, and E. coli bacteriophage SPOl polymerase and 

^hereinsaidmutantDNApolymerasecomprisesasubstitutionof 
130- tor Phe at a position in said polymerase corresponding to Phe„„ of 
wild-type T5 polymerase. "«=57o or 

This proposed count, which relates to a DNA molecule encoding a mutant DNA 
polymerase, encompasses all patentable claims which correspond to the count. 



///. Identification of Claims in Patent Corresponding to the Proposed Count 

In accordance with 37 C.F.R. § 1.607(a)(3), Applicant hereby identifies claims 1, 5, 6, 
1 1 and 32 in the '365 patent as being directed to the same patentable invention as the proposed 
count, and which should therefore be designated as corresponding to the proposed count. 



A. Claim 1 

Claim 1 of the '365 patent recites: 

1 • Modified gene encoding a modified Pol I- 
type DNA polymerase wherein said modified gene 
is modified to encode a tyrosine residue at an 
amino acid position corresponding to T7 DNA 
polymerase residue 526 or at an amino acid . 
position corresponding to co// DNA polymerase 
residue 762 in its dNMP binding site to increase 
ability of said modified DNA polymerase to 
incorporate a dideoxynucleotide relative to a 
corresponding deoxynucleotide compared to the 
ability of a corresponding naturally-occurring 
unmodified DNA polymerase by at least 20-fold. 

This claim is therefore directed to the same patentable invenUon as the count and as 
Applicant's claims 1 and 15, since it encompasses modified DNA polymerases of the Pol I 
family with specific mutations corresponding to those recited in the count. Whileclaim 1 of the 
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■365 paK„, ..fers ,c Pol , type DNA polymerases and Applicanrs claim I ^ites a Markush 
group of speciflc polymerases. U,ere is overlap between tt,e ^vo g,x,ups of polyme,^. The Pol 
I f«n,ly of polymerases is described in ,he '365 patent at col. 7. lines 40^6. mis family of 
polymen.esincludes5,..p,„c„cc^p„,„„„„,.„,p„,y„,^^,j^^^^^ 

Thermus flavus DNA polymerase, T5 DNA polymerase, and bacteriophage Spo 1 DNA 
polymeme, as well as other polymerases. Each of these specifically enumerated polymentses is 
recited in the Ivtokush group in Applicant's claim 1 and in the proposed count. In addition, 

™.™,„.^^,fc„po|ymeraseisspecificallyreci.edi„Applica„fsclaiml5andintheproposed 
count. Finally, "a subsdtution of Tyr for Phe at a position in said polymerase corresponding to 
Phe™ of wild-type T5 polymerase" recited in the count and in Applicam's claim 1, and 
substitution Of tyrosine for phenylalanine at position 667 in Ta, polymerase as tecited in 
Applicant's claim 15, conesponds to a tyrosine substitution at position 762 of £ coU Pol I 
specification of -421 application, at page 8, lines 18 and 25), »d to a tyrosine substitution at 
position 526 of T7 DNA polymerase '365 patent at Figs. 3 and 4, and at col. 3. line 59, to 
col. 4, line 4). Therefore, claim 1 of the '365 paten, should be designated as conesponding to 



the count. 



B. Claim 5. 

Claim 5 of the '365 patent is directed to: 



5. The modified gene of claim 1 wherein said 
modified DNA polymerase is a thermostable 
enzyme. 

This claim is therefore directed to the same patentable invention as the count and as 
Applicant's claim I. since a number of Ute enzymes tecited in the Markush group of tite count 
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and Applicant's claim 1 are thermostable enzymes (e.g., Thermus aquaticus polymerase, 
Thermus flavus polymerase, Thermus thermophilus polymerase and Thermatoga 
polymerase). Hence, claim 5 of the '365 patent should be designated as corresponding 



mantima 
to 



the count. 



C. Claim 6 

Claim 6 of the '365 patent is directed to: 

6. The modified gene of claim 5 wherein said 
thermostable enzyme is selected from the group 
consisting of DNA polymerase encoded by 
Thermus aquaticus, Thermus thermophilus, 
Thermus flavus, and Bacillus sterothermophilus '. 

This claim is therefore directed to the same patentable invention as the count and as 

Applicant's claim 1, since a number of the enzymes recited in the Markush group of the count 

and Applicant's claim 1 are also recited in claim 6 of the '365 patent (i.e.., Thermus aquaticus 

polymerase, Thermus flavus polymerase and Thermus thermophilus polymerase. Hence, claim 

6 of die -365 patent should be designated as corresponding to the count. 

D. Claim 11 

Claim 1 1 of the '365 patent recites: 

1 1 . Method for production of a modified Pol I- 
type DNA polymerase having an increased ability 
to incorporate a dideoxynucleotide illative to a 
corresponding deoxynucleotide compared to 
ability of a corresponding naturally-occurring 
unmodified DNA polymerase comprising steps of: 
providing a nucleic acid molecule encoding a 
DNA polymerase and mutagenizing said nucleic 
acid molecule to incorporate one or more base 
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changes in nucleotide base sequence at a region 
that encodes its dNMP binding site to encode a 
tyrosine residue at an amino acid position 
corresponding to T7 DNA polymerase residue 526 
or at mi amino acid position corresponding to E. 
co/i DNA polymerase residue 762 in the dNMP 
binding site to alter abihty of said polymerase 
encoded by said nucleic acid to incorp^ate a 
dideoxynucleotide by at least 20-fold. 

TWs cla™ B.e.fore di^,ed .o .He sa.e pa,e„.aMe ,„v.„«„„ as U,e co„„. and as 
AppHca„,.s c,.„s 6 and 20. for es.e„Ua,„ sa.e ^sons o„,„„ed above w., .spec, .o 
Cai. > Of *e -365 pa.e„, wWcH a.e ..e^ed and .„co,po.a,ed He... Hence, Cai™ a of ,He 
■365 patent should be designated as cotresponding ,o the , 



: count. 



E- Claim 32 

Claim 32 of the '365 patent recites: 

DNA rlx' ^^'^^"^'^^"^nt nucleic acid encoding any of the 
ON A polymerases of claims 27 to 31. 

Claims 27 and 28. from which claim 32 depends in part, recite: 

27. A 77ie/7MMj aquaticus DNA polymerase 
navmg a tyrosine at residue 667. 

28^ AnE. --^/DNApolymeraselhavingatyrosineatresidue 
Hence, claim 32 of the '365 patent encompasses a recombinant nucleic acid molecule 
encoding (a) a Taq DNA polymerase having a tyrosine residue substituted in place of the 
Phenylalanine residue at position 667 in the wild-type Tac, sequence; and (b) an E. coU Pol 1 
DNA polymerase having a tyrosine residue substituted in place of the phenylalanine residue at 
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position 762 in the wild-type E. coli Pol I sequence. This claim therefore is directed to the same 
patentable invention as Applicant's claim 1 and the proposed count, since "a substitution of Tyr 
for Phe at a position in said polymerase corresponding to Phe„„ of wild-type T5 polymerase" as 
recited in the proposed count would correspond to a substitution of tyrosine for phenylalanine 
at residue 667 of Taq, and at position 762 of co/, PolI. 5ee specification of '421 application 
at page 8, lines 18, 20 and 25. 

Claim 29, from which claim 32 of die '365 patent also depends, recited: of each of the 

29. Purified Pol I type DNA polymerase 
having a tyrosine residue at an amino acid position 
corresponding to E. coli DNA polymerase residue 
762 in its dNMP binding site provided that said 
polymerase is not a T7-type DNA polymerase or 
a mitochondrial DNA polymerase. 

By its dependence from claim 29. claim 32 of the '365 patent therefore is similar to claim 1 of 

the present application and to claim 1 of the '365 patent. This claim is therefore directed to the 

same patentable invention as the count and as Apphcant's claims 1 and 15, for essentially the 

same reasons outiined.above with respect to claim 1 of the '365 patent which are reiterated and 

incorporated herein. For at least this additional reason, then, claim 32 of the '365 patent should 

be designated as corresponding to the count. 

IV. Identification of Claims in Present Application Corresponding to the Proposed Count 
Upon entiy of the Amendment and Reply Under 37 C.F.R. §1.111 filed concuirentiy 
herewiUi, claims 1-6 and 15-20 are pending in the present application. In accordance with 
37 C.F.R. § 1.607(a)(4), Applicant respectfully submits that each of the pending claims 
corresponds to the proposed count. 
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The proposed count, directed to a DNA molecule, is identical to claim 1 of the captioned 
applicaUon. This claim defines the same patentable invention a. the count and should be 

designated as corresponding to the count. 

Claim 2 of this application is dependent on claim 1 and relates to a DNA molecule of 
claim 1 further comprising a promoter. This claim defines the same patentable invention as the 
count and should be designated as corresponding to the count. 

Claim 3 of this application is dependent on claim 2 and relates to a DNA molecule of 
claim 2. wherein the coding sequence is heterologous to the promoter. This claim defines the 
same patentable invention as the count and should be designated as corresponding to the count. 

Claim 4 of this application relates to a host cell comprising the DNA molecule of claim 1 . 
This claim defines the same patentable invention as the count and should be designated as 
corresponding to the count. 

Claim 5 of this application is dependent on claim 4, and further defines the host cell to 
be E. coli. This claim defines the same patentable invention as the count and should be 
designated as corresponding to the count. 

Claim 6 relates to a method of producing a mutant DNA polymerase by cultuhng a host 

cell compHsing,heDNAmoleculeofclaim2.ThiscWmdefi„esthesamepatentable invention 
as the count and should be designated as coiresponding to the count. 

Claims 15-20 relate to a DNA molecule comprising a coding sequence for a mutant To, 

DNApolymerasecomprisi„gasubsti.utionofTyrforPhe„,ofwi,d-type7-<^polymerase.ahos, 
cell comprising this DNA molecule, a method for producing a mutant DNA polymen,se using 
this DNA molecule, and the mutant Taq DNA polymetase. Position 667 of To, polymerase 
corresponds to position 570 of T5 polymetase Specification of U,e '421 application, at 8.) 



-9- 



Deb K. Chatterjee 
Appln. No. 09/558,421 



These claims define the same patentable i 



invention as the count and should be designated 



as 



corresponding to the count. 

Consequently.App,icantsubmitsthatc,aimsl-6andl5-20,which are all theclaims that 
are pending in the present application, should be designated as corresponding to the count. 



v. ^PP'^^^onofCMnrsl.6anai5.20totHeDisclosureoftHe'421a^ 

In accordance with 37 C.F.R. § 1.607(a)(5). the terms of Calms 1-6 and 15-20 of the 

presentapplication.identifiedaboveasco.espondingtothecount,aresuppo.edinthepresent 
specification at least according to the following chart: 



'421 Application Claims 



1 - A DNA molecule comprising a 
coding sequence for a mutant protein 
wherein said mutant protein is a mutant 
DNA polymerase ... 



'421 Application Disclosure 



'The invention also relates to a DNA 
molecule which codes for the mutant DNA 
polymerase of the present invention . . ." 

Page 4. lines 4-5 
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selected from the group consisting of: E. coli 
I DNA polymerase I, Klenow fragment of E 

coh DNA polymerase I, Streptococcus 
I pneumoniae polymerase, nermus aquaticus 

polymerase, Thermus flavus polymerase, 

Thermus thermophilus polymerase, 
Deinococcus radiodurans polymerase. 
Bacillus caldotenax polymerase, E coli 
bacteriophage T5 polymerase, 
mycobacteriophage L5 polymerase, 
Thermatoga mantima polymerase, and E 
co/j bacteriophage SPOl polymerase 



wherein said mutant DNA polymerase 
comprises a substitution of Tyr for Phe at a 
position in said polymerase coiresponding to 
PhejTO of wild-type T5 polymerase. 



2. The DNA molecule of claim 1 , 
further comprising a promoter, .... 



wherem said promoter is in a position and 
orientation with respect to the coding 
sequence such that the mutant protein may 
be expressed in a cell under the control of 
said promoter. 



. . .it is also possible to prepare the 
following mutant DNA polymerases: 

Enzyme or sourrp Mutation 
Position 

E. coli DNA polymerase I 762 

Streptococcus pneumoniae 711 

Thermus aquaticus 667 

Thermus flavus 666 

Thermus thermophilus 669 

Deinococcus radiodurans l^rj 

Bacillus caldotenax -jn 

E. coli bacteriophage T5 570 

mycobacteriophage L5 433 

E. coli bacteriophage SPOl 692 

E. coli bacteriophage SP02 447 

Thermatoga neapolitana 67 [] 

Thermatoga maritima 730" 

Page 8, lines 15-3 0. 

'The change in amino acid at the mutation 
positions above is from phenylalanine to 
tyrosine ..." 



Page 8, lines 31-32. 



"the recombinant DNA molecule encodes 
the protem, and also includes a 
promoter. . ." 

Page 15, lines 7-8. 

'(The promoter and the structural gene are 
in such position and orientation with 
! respect to each other that the promoter may 
regulate the expression of the gene in the 
cell)." 

Page 15, hnes 9-11. 
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3. The molecule of claim 2, wherein 
said coding sequence is heterologous to said 
promoter. 



"The promoter may be heterologous to the 

structural gene and may be inducible, e.g. a 
I lambda promoter, a tac promoter, or a 
, /ac promoter. Preferably, the structural 

gene is under control of a heterologous 

promoter." 

Page 15, lines 15-17. 



4. A host cell comprising the DNA 
molecule of claim 1. 



"The invention also relates to a DNA 
molecule which codes for the mutant DNA 
polymerase of the present invention as well 
as host cells comprising the DNA 
molecule." 

Page 4, lines 4-6. 



5. The host cell of claim 4, wherein 
said host cell is E. coli. 



"Preferably, the mutant DNA polymerase 
gene is expressed and maintained in an £: 
coli host cell." 



Page 15, lines 13-14. 



6. A method for producing a protein, 
wherein said protein is a mutant DNA 
polymerase . . . 



The mvention also relates to a method for 
producmg a protein, wherein said protein 
has a mutant DNA polymerase activity 
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selected from the group consisting of: E. coli 
DNA polymerase I, Klenow fragment of E. 
coli DNA polymerase I, Streptococcus 
pneumoniae polymerase, Thermus aquaticus 
polymerase, Thermus flavus polymerase, 
Thermus thermophilus polymerase, 
Deinococcus radiodurans polymerase, 
Bacillus caldotenax polymerase, E, coli 
bacteriophage T5 polymerase, 
mycobacteriophage L5 polymerase, 
Thermatoga maritima polymerase, and E, 
coli bacteriophage SPOl polymerase. 



comprising a substitution of Tyr for Phe at a 
position in said polymerase corresponding to 
Phe57o of wild-type T5 polymerase, 



^ .it is also possible to prepare the 
following mutant DNA polymerases: 

Enzyme nr gnnrr^ Mutation 
Position 

E. coli DNA polymerase I 762 

Streptococcus pneumoniae 711 

Thermus aquaticus 667 

Thermus flavus 666 

Thermus thermophilus 669 

Deinococcus radiodurans 747 

Bacillus caldotenax 7 \ 1 

E, coli bacteriophage T5 570 

mycobacteriophage L5 43 g 

E. coli bacteriophage SPOl 692 

E. coli bacteriophage SP02 447 
Thermatoga neapolitana 67 

Thermatoga maritima 730" 

Page 8, lines 15-30. 



[] 



I "The change in amino acid at the mutation 
positions above is from phenylalanine to 
tyrosine ..." 



said method comprising: 

(a) culturing a host cell 
comprising the DNA molecule of claim 2, 
and 

(b) isolating said protein 
from said host cell. 



Page 8, lines 31-3 2. 

"said method comprising the steps of: 

(i) culturing a host cell containing the 
DNA molecule of the invention, and 

(ii) isolating said protein from said 
host cell." 

Page 4, lines 9-13. 



15. A DNA molecule as claimed in 
claim 1, wherein said mutant protein is a 
I mutant Taq DNA polymerase comprising a 
substitution of Tyr for Phe^^^ of wild-type 
Taq polymerase. 



"Examples of such mutant DNA 
polymerase proteins include . . . mutant 
Taq DNA polymerase, wherein Tyr^' is 
substituted for Phe^^ of native Taq DNA 
polymerase;" 
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16. The DNA molecule of claim 15, 
further comprising a promoter, . . . 



wherein said promoter is in a position and 
orientation with respect to the coding 
sequence such that the mutant protein may 
be expressed in a cell under the control of 
said promoter. 



17. The molecule of claim 16, wherein 
said coding sequence is heterologous to the 
promoter. 



18. A host cell comprising the DNA 
molecule of claim 15. 



19. The host cell of claim 18, wherein 
said host cell is E, colL 



"the recombinant DNA molecule encodes 
the protein, and also includes a 
promoter. . 

Page 15, lines7 -8. 

"(The promoter and the structural gene are 
in such position and orientation with 
respect to each other that the promoter may 
regulate the expression of the gene in the 
cell)." 

Page 15, lines 9-11. 



"The promoter may be heterologous to the 
structural gene and may be inducible, e.g. a 
lambda promoter, a tac promoter, or a 
lac promoter. Preferably, the stmctural 
gene is under control of a heterologous 
promoter." 

Page 15, lines 15-17. 



*The invention also relates to a DNA 
molecule which codes for the mutant DNA 
polymerase of the present invention as well 
as host cells comprising the DNA 
molecule." 

Page 4, lines 4-6. 



Preferably, the mutant DNA polymerase 
gene is expressed and maintained in an E, 
coli host cell." 

Page 15, hnes 13-14. 
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20. A method for producing a 
protein, . . . 



wherein said protein is a mutant Taq DNA 
polymerase comprising a substitution of Tyr 
for Phe^^ of wild-type Taq polymerase. 



said method comprising: 

(a) culturing a host cell 
comprising the DNA molecule of claim 16, 



and 



(b) isolating said protein 
from said host cell. 



The mvention also relates to a method for 
producing a protein, wherein said protein 
has a mutant DNA polymerase 
activity . . ." 

Page 4, lines 7 -8. 

Examples of such mutant DNA 
polymerase proteins include . . . mutant 
Taq DNA polymerase, wherein Tyr**' is 
substituted for Phe**' of native Taq DNA 
polymerase;" 

Page 4, lines 14 and 1 6-17. 

said method comprising the steps of: 

(i) culturing a host cell containing the 
DNA molecule of the invention, and 

(ii) isolating said protein from said 
host cell." 

age 4, hnes 9-13. 



VI. Compliance with 37 C.F.R. § 1.607(a)(6) 

An Applicant seeking to provoke an interference with an issued patent must "[e]xplain[] 
how the requirements of 35 U.S.C. § 135(b) are met. if the claim presented or identified under 
paragraph (a)(4) of this section was not present m the application until more than one year after 

theissuedateofthepatent."37C.F.R.§l.607(a)(6).Thec,aimscurrentlypendinginthepresent 
application, andidentifiedaboveunder37C.F.R.§l.607(a)(4)ascorrespondingto the proposed 

count, were filedinthepresentapplication on April26,2000.Moreover,thepresentapplication 
is a continuation of U.S. Application No. 08/576.759, filed December 21, 1995, which is a 
continuation of U.S. Application No. 08/537.397. filed October 2. 1995; both of these priority 

applicationscontainedatIeastc,aimsl-6and,5-20ascu.entlypresented.Therefore.Applicant 
respectfullysubm^ts that theseclaimshave been pendinginthepresentapplication Since at least 
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December 21, 1995. or since at least October 2. 1995, both of which predate the issue date of the 
'365 patent (March 25, 1997). Thus, the claims identified above under 37 C.F.R. § 1.607(a)(4) 
were present in the present apphcation prior to the issue date of the >365 patent. Accordingly, 
it is respectfully believed that there is no r^uii^ment for an explanation under 37 C.F.R. 
§ 1.607(a)(6) of how the requirements of 35 U.S.C. § 135(b) are met. 

of the Showing Relating to Priority of Invention ^ ^ 

As discussed supra. Applicant has submitted evidence under 37 C.F.R. § 1.608(b) 
establishing conception and reducUon to practice of his invention prior to the earliest available 
filing date of Tabor '437 (October 17, 1994). This conception and reduction to practice have 
been fully corroborated. Therefore, the '365 patent does not constitute prior art to the present 

applicationunder35U.S.C.§102(e),anditisrespectfullybelievedthataninterferencebetween 
the present application and the '365 patent may be property declared. See MPEP § 2306 
(August 2001). 

VIIL Summary 

In light of the foregoing, and of the attached evidence and remarks contained in 
Applicant's Amendment and Reply Under 37 C.F.R. § l.m and in the Showing Under 
37 C.F.R. § 1.608(b) filed concurrently herewith. Applicant respectfully requests that an 
interference be expeditiously declared between the present application and U.S. Patent No. 
5,614.365. Early notification to this effect is earnestly solicited. 
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If the Examiner believes, for any reason, that personal communication will expedite 
prosecution of this application, the Examiner is invited to telephone the undersigned at the 



number provided. 



Date: ^^h^C-L^l^Z^ / 

1 100 New York Avenue, N.W. 
Suite 600 

Washington. D.C. 20005-3934 
(202) 371-2600 



Respectfully submitted, 

Sterne, Kessler, Goldstein & Fox p.l.l.c. 




Brian J. Del Buono 
Attorney for Applicant 
Registration No. Al.^l'i 
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